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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 1-15 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

Regarding claim 1, the phrase "particularly for" renders the claim indefinite 
because it is unclear whether the limitation(s) following the phrase are part of the 
claimed invention. See MPEP § 2173.05(d). 

Claim 15 recites the limitation "the tube". There is insufficient antecedent basis 
for this limitation in the claim. For examination purposes claim15 has been deemed to 
depend from claim 13. 

Claims 2-14 suffer the same defect since they depend therefrom. 



Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

2. Claims 1-5, 13 and 14 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Schelhas et al. US 6 672 288. Regarding claim 1 , Schelhas teaches a ring filter 
element for a liquid filter, having an annularly positioned filter material (29), at least one 
end disk (30) which seals the filter material on it's end and which has a journal (40) 
which is positioned eccentrically in relation to the lengthwise central axis of the ring filter 
element and projects outward, characterized by a discharge channel (37) which 
penetrates the journal and the associated disk radially nest to the filter material (fig. 1). 

Regarding claims 2-5, 13 and 14, Schelhas teaches the discharge channel 
penetrates the journal centrally and axially (fig. 1); the discharge channel (37) 
communicates with an inner chamber of the ring filter element encircled by filter 
material, which is a clean side of the ring filter element (fig. 1); the ring filter element has 
a central tube, an annular chamber (152) radially between the tube and the filter 
material (29), and the discharge channel communicates with the annular chamber (152) 
(fig. 1); and the end disk (30) equipped with the journal has a central opening, the tube 
separates a central inner chamber (14) which communicates with the central opening 
from the annular chamber (152) (fig. 1). 
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Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 8-12 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schelhas (288) in view of Belgarde et al. US 2995 253. Regarding claims 8 and 9, 
Schelhas teaches the ring filter of claim 1 but does not teach the filter element being 
implemented as a secondary flow filter. Begardge teaches a ring filter element (15) 
having annularly positioned filter material, an end disk (19) sealing the filter material 
having a discharge channel radially next to the filter material, where the filter element is 
implemented as a secondary flow filter (fig. 1 and 2) and the secondary flow filter is 
connectable at an end disk (19), facing away from the discharge channel, to a ring filter 
element (14) implemented as a main flow filter in such a way that the secondary flow 
filter and main flow filter are removeable from a filter housing together (fig. 1, col. 2, 
lines 50-51). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the ring filter of Schelhas as the secondary flow filter of 
Belgarde because having the secondary flow filter will cause the filter to clean the oil 
much more effectively (col. 5, lines 22-24). 

Regarding claim 11, Schelhas further teaches the discharge channel (37) is 
dimensioned in regard to its flow resistance in such a way that the flow through the filter 
is limited to a predetermined volume flow (fig. 1). The dimension of the discharge 
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channel of Schelhas will inherently provide restriction to a predetermined flow volume 
through the channel. 

Regarding claims 10 and 15, Schelhas teaches the filter element of claim 1 but 
does not teach a further filter material. Belgarde teaches a ring filter element having 
filter material (15) implemented for filtering a secondary flow, the ring filter element has 
a further filter material (14) positioned annularly and coaxially to the lengthwise central 
axis of the ring filter element and axially neighboring the secondary flow filter material 
and is implemented for filtering a main flow, and the secondary flow filter material and 
main flow filter material have a shared middle disk (fig. 1). The shared middle disk 
comprises disks (17) and (19) which are adhesively bonded and are considered to be 
one disk (col. 2, lines 50-51). Belgarde also teaches the ring filter element having a 
tube (43) extending from an end disk (20) equipped with a discharge channel (29) up 
through the middle disk and the middle disk has an internal radial seal (flange (44)) 
supported radially on the tube to form a seal (fig. 2). It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to use the ring filter of 
Schelhas as the secondary flow filter of Belgarde because having the secondary flow 
filter will cause the filter to clean the oil much more effectively (col. 5, lines 22-24). 

Regarding claim 12, Schelhas teaches the ring filter element of claim 1 but does 
not teach an inner frame. Belgarde teaches a ring filter element (15) having an inner 
frame (18) on which the filter material is supported radially (fig. 1). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use the 
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inner frame of Belgarde because the frame strengthens the cartridge and provides an 
inner supporting wall for the filter element (col. 2, lines 40-51). 

Allowable Subject Matter 

4. Claims 6 and 7 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin Kurtz whose telephone number is 571-272- 
8211. The examiner can normally be reached on Monday through Friday 8:00am to 
4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda Walker can be reached on 571-272-1151. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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